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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 

■ 

be found in a prior Office action. The withdrawal of claims 6-10 and 19-27, filed 
November 6, 2006, have been received and entered in full. 

2. Claims 1-5 and 11-18 are under examination. 

Response to Arguments 

3. Applicant's arguments, see page 5, 2 nd paragraph to page 7, end of 2 nd 
paragraph of 'Remarks' filed November 6, 2006, with respect to the 35 U.S.C. § 1 12, 
first paragraph rejection for lack of enablement of claims 1-4, 11 and 13-18 on pages 2- 
4 of the Office Action mailed May 4, 2006, have been fully considered and found 
persuasive. The rejection has been withdrawn. 

Claim Rejections - 35 USC § 103 

4. Claims 1-5 and 11-18 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zhao et al (U.S. Patent Application Pub. No. US 2002/0188965, 
December 12, 2002), in view of Jia (U.S. Patent 5,770,788, June 23, 1998). The 
rejection is repeated for the reasons of record as set forth in the Office Action mailed 
May 4, 2006 (see pages 4-6). Applicant's arguments, filed November 6, 2006, have 
been fully considered but are not persuasive. 

Applicant argues that one of skill in the art would not be motivated to combine the 
cited references because one skill in the art would have been taught that colchicine 
treatment was effective in treating and inducing chromosome multiplication in haploid 
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microspore tissue under conditions specific for microspore tissue (see page 8 of 
'Remarks' filed November 6, 2006). 

* 

This is not persuasive. Applicant's assertion that Jia teaches culturing anthers or 
pollen does not preclude one skill in the art to use the teachings for sporophytic tissue. 
The Jia reference was used to show the teaching of the use of colchicine to produce 
dihaploid tissue from haploid tissue and the regeneration of a dihaploid plant from the 
dihaploid tissue (see page 5, 5 th paragraph of the Office Action mailed May 4, 2006). In 

■ 

addition, the Zhao et al reference teaches a method of obtaining transformed maize 
plants comprising obtaining a haploid sporophytic tissue (see page 5, 3 rd paragraph of 

* 

the Office Action mailed May 4, 2006). 

See In re Clay, 966 F.2d 656, 659, 23 USPQ2d 1058, 1060-61 (Fed. Cir. 1992) 
where it states, "[a] reference is reasonably pertinent if, even though it may be in a 
different field from that of the inventor's endeavor, it is one which, because of the matter 
with which it deals, logically would have commended itself to an inventor's attention in 
considering his problem". In this instant, though Jia teaches microspore culture and 
treatment with colchicine, one skilled in the art would understand that the use of 
colchicine could be used to convert haploids to dihaploids regardless of the tissue used. 

See Wang Laboratories Inc. v. Toshiba Corp., 993 F.2d 858, 26 USPQ2d 1767 
(Fed. Cir. 1993); and State Contracting & Eng'g Corp. v. Condotte America, Inc., 346 
F.3d 1057, 1069, 68 USPQ2d 1481, 1490 (Fed. Cir. 2003) where it teaches "where the 
general scope of a reference is outside the pertinent field of endeavor, the reference 
may be considered analogous art if subject matter disclosed therein is relevant to the 



t 
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particular problem with which the inventor is involved". In the instant case, the use of 
colchicine to produce dihaploid tissue as taught by Jia is relevant to the particular 
problem. 

5. Claims 1-5 and 11-18 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dormann et al (U.S. Patent No. 6,316,694, November 13, 2001). The 
rejection is repeated for the reasons of record as set forth in the Office Action mailed 
May 4, 2006 (see pages 6-7). Applicant's arguments, filed November 6, 2006, have 
been fully considered but are not persuasive. 

Applicant argues that the cited reference does not teach the transformation of a 
haploid sporophytic tissue and the production of a dihaploid tissue from a transformed 
sporophytic tissue (see page 9 of 'Remarks filed November 6, 2006). 

This is not persuasive. Though the cited reference does not teach the 
transformation of haploid sporophytic tissue and the production of a dihaploid tissue 
from a transformed sporophytic tissue, it does teach the transformation of embryogenic 
microspores and the duplication of haploid microspore genome using colchicine (see ' 
column 2, lines 62-67 and column 4, lines 37-42, respectively). Thus, one of ordinary 
skill in the art would understand that transformation can be used with different types of 
tissue and colchicine can be used to convert haploids to dihaploids. See Wang 
Laboratories Inc. v. Toshiba Corp., 993 F.2d 858, 26 USPQ2d 1767 (Fed. Cir. 1993); 
and State Contracting & Eng'g Corp. v. Condotte America, Inc., 346 F.3d 1057, 1069, 
68 USPQ2d 1481 , 1490 (Fed. Cir. 2003) where it teaches "where the general scope of a 
reference is outside the pertinent field of endeavor, the reference may be considered 
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analogous art if subject matter disclosed therein is relevant to the particular problem 

* 

with which the inventor is involved". 

Applicant argues that one of skill in the art reading the cited reference would not 
have a reasonable expectation that transformation of a haploid sporophytic tissue would 
be obtainable, much less successful (see page 9 of 'Remarks' filed November 6, 2006). 

This is not persuasive. Though the cited reference teaches transformation of 
microspores, it does not state that transformation cannot be done with sporophytic 
tissue and Applicant has not provided any evidence to suggest such an assertion. 

* 

Applicant's assertion that the cited reference teaches away from the transformation of a 
haploid sporophytic tissue is incorrect because the cited reference does not teach that 
transformation of a haploid sporophytic tissue cannot be done nor is there any evidence 
in the cited reference or produced by Applicant showing that it cannot be done. 

Conclusion 

6. No claims allowed. 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



examiner should be directed to Keith 0. Robinson, Ph.D. whose telephone number is 
571-272-2918. The examiner can normally be reached on Monday - Friday 7:30 am - 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571 ) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

9. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

■ 

you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



8. 



Any inquiry concerning this communication or earlier communications from the 



Keith O. Robinson, Ph.D. 
January 16, 2007 



DAVID H.KRUSE.fH.D. 
^PRIMARY EXAMINER 




